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REMARKS 

Claims 1-12 and 15-25 are pending in the present application. Reconsideration and 
withdrawal of the present objection and rejections in view of the comments presented herein are 
respectfully requested. 

Objection to the specification 

The Examiner objected to the specification as containing embedded hyperlinks and/or 
other form of browser-executable code. The specification as amended no longer contains such 
hyperlinks and/or other form of browser-executable code. Thus, reconsideration and withdrawal 
of the claim objection are respectfully requested. 

Rejection under 35 U.S.C. §1 12, first paragraph 

Claims 4, 6, 20 and 22 were rejected under 35 U.S.C. §112, first paragraph as allegedly 
not being enabled. Specifically, the Examiner stated that the specification does not disclose a 
repeatable process to obtain the microorganism(s), and it is not clear from the specification or 
record that the microorganism(s) is/are readily available to the public. 
M.P.E.P. 2404.01 states that: 

"In an application where the invention required access to specific biological 
material, an applicant could show that the biological material is accessible because it is 
known and readily available to the public. The concepts of "known and readily available" 
are considered to reflect a level of public accessibility to a necessary component of an 
invention disclosure that is consistent with an ability to make and use the invention. To 
avoid the need for a deposit on this basis, the biological material must be both known and 
readily available." 

The nucleotide sequence of the Pseudoalteromonas haloplanktis TAH3a xylanase gene 
(see claims 4 and 20) is available from the EMBL database under Accession Number AJ427921. 
In addition, the nucleotide and amino acid sequence of the xylanase gene and protein, 
respectively, from Pseudoalteromonas haloplanktis were included in the application as filed (see 
corresponding US Patent Publication No. 2007/005401 1 at pages 10 and 1 1 ; and Figures 3A-3B). 
Pages 10-11 and Example 1 describe production of this xylanase from Pseudoalteromonas 
haloplanktis TAH3a. 
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Bacillus halodurans C-125 is available from the American Type Culture Collection 
(ATCC) as Accession Number ATCC BAA125 (see Example 2, paragraph [0063] of US 
2007/0054011). The nucleotide sequence of the Bacillus halodurans C-125 xylanase gene is 
available at the Genbank/GenPept™ under Accession Number AP001514. In addition, the 
sequence of the xylanase Y gene (SEQ ID NO: 8) is provided in the present specification (see US 
2007/0054011 at pages 11-12, and Figure 4). The production of recombinant Bacillus 
halodurans C-125 family 8 xylanase is described in Example 2 of the present application (see US 
2007/005401 1 at Example 2, paragraphs [0063]-[0071]). 

Since the sequences of the xylanase genes are known, and methods for producing the 
recombinant proteins are described, one of ordinary skill in the art could produce the xylanases 
recited in present claims 4, 6, 20 and 22 without undue experimentation. Thus, such proteins are 
known and readily available to any skilled artisan. 

Thus, Applicants have satisfied the enablement requirement by showing that the claimed 
biological material is known and readily available to the public. In view of the comments 
presented above, Applicants respectfully request reconsideration and withdrawal of the rejection 
under 35 U.S.C. §112, first paragraph. 

Rejections under 35 U.S.C. § 103(a) 

Claims 1-5, 7-20 and 23-25 were rejected under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over Fuglsang et al. (WO 02/19828 "Rl"), in view of Collins et al. (J. Biol. Chem. 
277:35133-35139, 2002 "R2") and Olesen et al. (US 6,110,508). Applicants note that claims 13 
and 14 were canceled in the preliminary amendment filed on March 10, 2005. Thus, this 
rejection should not include claims 13 and 14. 

Claims 5-6 and 21-22 were rejected under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over Fuglsang et al. (WO 02/19828 "Rl"), in view of Collins et al. (J. Biol. Chem. 
277:35133-35139, 2002 "R2"), Olesen et al. (US 6,110,508) and JP 2001-245665. machine 
translation. 
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The presently claimed invention relates to methods involving addition of family 8 
xylanases to dough of a baked product. As described in the present specification, these xylanases 
are used at lower temperatures (20-25°C). 

Rl teaches the use of thermostable enzymes, including xylanases, in baked products. The 
thermostability is evident since the enzymes are released from their lipid encapsulation in the 
temperature range of 25°C to 60°C (see Rl at page 14, lines 24-29, and claim 1). Lipid 
encapsulation increases this thermal stability. Rl also teaches that xylanase increases dough 
stickiness (see Table 3), which is disadvantageous, and that lipid encapsulation reduces the 
stickiness. 

R2 discloses family 8 xylanases having a low thermostability, but provides no teaching or 
suggestion that such enzymes are used in baked products. 

Olesen et al. teaches that a combination of lipase and xylanase can be added to a baked 
product. This reference neither discloses nor suggests family 8 xylanases. 

One of ordinary skill in the art would not be motivated to use the family 8 xylanases 
having low thermostability described in R2 in place of the thermostable enzymes described in 
Rl, since such modification would be believed to render the method of Rl unsuitable for its 
intended purpose. According to M.P.E.P. § 2143.01, If [a] proposed modification would render 
the prior art invention being modified unsatisfactory for its intended purpose, then there is no 
suggestion or motivation to make the proposed modification. In re Gordon, 733 F.2d 900, 221 
USPQ 1125 (Fed. Cir. 1984). 

The glycosidase superfamily of enzymes contains many families, which are classified 
based on the primary structure of their catalytic domains. Xylanases of families 10 and 11 are 
classically used in industry, including the baking industry. Certain enzymes within families 5, 7, 
8 and 43 also have xylanolytic activity; however, these enzymes have not previously been used in 
bakery products. In addition, contrary to other xylanases (e.g., families 10 and 1 1), the xylanases 
of families 8 (and 43) hydrolyze with an inversion of configuration (see US 2007/0054011 at 
page 2, paragraph [0014]). Such inversion of configuration also occurs with other enzymes 
within family 8 (endoglucanases, lichenases and chitinases - see R2, page 35133, right column, 
last paragraph). This inversion of configuration would, in effect, teach away from the use of 
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family 8 xylanases, since other xylanses (e.g., families 10 and 11) do not result in inversion of 
configuration, which could result in deleterious effects to the dough or resulting baked product. 
In addition, the use of a specific xylanase family (family 8) in bakery, out of the many known 
xylanase families, would not have been obvious since one of ordinary skill in the art, based upon 
the cited references, would not have selected this one family of enzymes. 

R3 teaches a xylanase which is used for bleaching of paper pulp, and is not a family 8 
xylanase. Thus, R3 does not remedy the deficiency in the teachings of Rl and R2. In addition, 
This reference neither teaches nor suggests that such an enzyme can be used in the food industry. 
In fact, its use for bleaching of paper pulp is in a completely different technical area than the 
present invention. One of ordinary skill in the art would certainly not use such an enzyme in a 
food product, since deleterious effects could result. 

In view of the comments presented above, Applicants respectfully request reconsideration 
and withdrawal of the rejections under 35 U.S.C. § 103(a) 



No Disclaimers or Disavowals 

Although the present communication may include alterations to the application or claims, 
or characterizations of claim scope or referenced art, the Applicants are not conceding in this 
application that previously pending claims are not patentable over the cited references. Rather, 
any alterations or characterizations are being made to facilitate expeditious prosecution of this 
application. The Applicants reserve the right to pursue at a later date any previously pending or 
other broader or narrower claims that capture any subject matter supported by the present 
disclosure, including subject matter found to be specifically disclaimed herein or by any prior 
prosecution. Accordingly, reviewers of this or any parent, child or related prosecution history 
shall not reasonably infer that the Applicants have made any disclaimers or disavowals of any 
subject matter supported by the present application. 
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CONCLUSION 



Applicants have endeavored to address all of the Examiner's concerns as expressed in the 
outstanding Office Action. Accordingly, amendments to the claims, the reasons therefor, and 
arguments in support of the patentability of the pending claim set are presented above. In light of 
the above amendments and remarks, reconsideration and withdrawal of the outstanding rejections 
is specifically requested. If the Examiner finds any remaining impediment to the prompt 
allowance of these claims that could be clarified with a telephone conference, the Examiner is 
respectfully requested to initiate the same with the undersigned. 

Please charge any additional fees, including any fees for additional extension of time, or 
credit overpayment to Deposit Account No. 11-1410. 



• Respectfully submitted, 



KNOBBE, MARTENS, OLSON & BEAR, LLP 




By: 



NeiL^artf^, PhlTJr 
Registration No. 39,901 
Agent of Record 
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